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DETAILED ACTION 

Response to Arguments 

1 . In the remarks filed 8-21-2006, applicant argued the following: 

A. On page 7, that the examiner has not made a prima facie case under 35 USC 
112, because the examiner has rejected the claims over case law. 

B. On page 7-8, that the claims have been amended to overcome the 1 12 (2 nd ) 
rejection, and the rejection should be withdrawn. 

C. On page 8, that Lee is not available art under 102(b) because it does not 
teach all the claimed features. 

2. Argument A is unconvincing, the examiner apologizes for not citing references for 
the case law he was referring to, but the claims are not rejected over case law. The 
examiner has made a prima facie case against the claims (e.g. "Regarding claim 7, the 
specification enables n 2 -ni = 0.01, but does not enable one skilled in the art to make a 
device with a cladding n 2 -ni = 20."). The case law the examiner was referring to are 
summarized in the MPEP 2173.05(b) - Relative terminology, and MPEP 2173.05(c) - 
Numerical ranges and amounts limitations. 

3. Argument B. is convincing the rejection is hereby withdrawn. 

4. Argument C. is convincing the rejection is hereby withdrawn. 



Claim Rejections - 35 USC §112 
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5. The following is a quotation of the first two paragraphs of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The specification shall conclude with one or more claims particularly pointing out and distinctly, 
claiming the subject matter which the applicant regards as his invention. 

6. The claims are replete with open-ended ranges. While case law (See MPEP 
2173.05(b &c) has resolved many issues of definiteness with regard to ranges, an open 
ended range is rarely enabled to the extent claimed by the applicant, and as such 
conflicts with the enablement requirement of 35 U.S.C. 1 12, first paragraph. To resolve 
this conflict, all ranges must be closed-ended. 

7. Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for some parameters, does not reasonably provide 
enablement for all parameters within the scope claimed. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. 

• Regarding claim 1 , the specification enables (absorption = 100 dB, Raman 
efficiency = 0.5 W; 1 ), but does not enable one skilled in the art to make a device 
that has an absorption of 10000 dB and still has a Raman efficiency £ 0.5 W 1 . 

• Regarding claim 2, the specification enables EDFA gain of 1dB, but does not 
enable one skilled in the art to make a device that has an EDFA gain of 1000 dB. 
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• Regarding claim 3, the specification enables a fiber length of 100m, but does not 
enable one skilled in the art to make or use a device with a fiber length of 10 6 
kilometers. 

• Regarding claim 4, the specification enables 3W" 1 km" 1 , but does not enable one 
skilled in the art to make a device that has a Raman efficiency of 10000W~ 1 km" 1 . 

• Regarding claim 5, the specification enables an inner radius of 1 .5 urn, but from 
the drawings we are to assume that the inner radius in question is the same as 
the radius of the single-mode core. The specification therefore does not enable 
anyone to make a single mode fiber in glass that has a radius of 10 meters. 

• Regarding claim 6; the specification enables a rare earth concentration of 1000 
ppm, but does not enable one skilled in the art to make a device that has an 
absorption of 100 dB with a rare-earth concentration of 1 part per mol. 

• Regarding claim 7, the specification enables n 2 -ni = 0.01 , but does not enable 
one skilled in the art to make a device with a cladding n 2 -ni = 20. 

8. Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for some parameters, does not reasonably provide 
enablement for all parameters within the scope claimed. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. 

• Regarding claim 1 , the specification enables (absorption = 100 dB, Raman 
efficiency = 0.5 to 5.0 W" 1 ), but does not enable one skilled in the art to make a 
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device that has an absorption of 100 dB and still has a Raman efficiency >6W 1 . 
IH 00171 

• Regarding claim 2, the specification enables EDFA gain of 1dB to 60dB, but does 
not enable one skilled in the art to make a device that has an EDFA gain of 70 
dB. ffl 0025] 

• Regarding claim 3, the specification enables a fiber length of 100m to 1000m, but 
does not enable one skilled in the art to make or use a device with a fiber length 
of 2000 meters, ffl 0030] 

• Regarding claim 4, the specification enables 3W" 1 km" 1 , but does not enable one 
skilled in the art to make a device that has a Raman efficiency of 4W' 1 km' 1 . [U 
0033] 

• Regarding claim 5, the specification enables an inner radius of 1 .5 urn, but from 
the drawings we are to assume that the inner radius in question is the same as 
the radius of the single-mode core. The specification therefore does not enable 
anyone to make a single mode fiber in glass that has a radius of 6 urn. [II 0034] 
[11 0038] 

• Regarding claim 6, the specification enables a rare earth concentration of 1 000 
ppm, but does not enable one skilled in the art to make a device that has an 
absorption of 100 dB with a rare-earth concentration of 1 ppm. ffl 0035] 

• Regarding claim 7, the specification enables n 2 -ni = 0.01 , but does not enable 
one skilled in the art to make a device with a cladding n 2 -ni = 0.1 . fl] 0038] 
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9. Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 does not specify wether the doped ring or 
the undoped core has an absorption of greater than 100 dB. 

Allowable Subject Matter 

10. Claims 1-10 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 1st paragraph, set forth in this Office action. 

1 1 . The following is an examiner's statement of reasons for finding allowable subject 
matter in claim 1: 

The examiner found that it is well-known in the art to have a single-mode, rare- 
earth-doped core, surrounded by a multimode, undoped pumping layer (disclosed in 
background of lonov among others). 

The examiner also found art that included a rare, earth doped core, and a rare- 
earth doped cladding layer, but the art either had 2 single mode active layers 
(Kleinerman), 2 multimode active layers (Waarts), or no information on the number of 
modes at all (Inagaki), but there was no evidence of art that included: 

• A single mode core of a given diameter; and 

• A multimode core surrounding the single-mode core and containing a doped 
layer having a certain concentration of active rare earth ions, the fiber being 
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suitable, because of the active rare earth ions, for amplifying an optical signal 
for injection into the optical amplifier. 
Within the context of claim 1 . 

12. Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

1 3. While patent drawings are not drawn to scale, relationships clearly shown in the 
drawings of a reference patent cannot be disregarded in determining the patentability of 
claims. See In re Mraz , 59 CCPA 866, 455 F.2d 1069, 173 USPQ 25 (1972). 

14. The references made herein are done so for the convenience of the applicant. 
They are in no way intended to be limiting. The prior art should be considered in its 
entirety. 

1 5. The prior art which is cited but not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ari M. Diacou whose telephone number is (571) 272- 
5591 . The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 



Application/Control Number: 10/791,382 



Page 8 



Art Unit: 3663 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on (571) 272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



AMD 10/30/2006 




